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THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 
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2a)n Tiiis action is FINAL. 2b)l3 Tfiis action Is non-final. 
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4) 13 Claim(s) 8-33 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 
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DETAILED ACTION 

1. All outstanding rejections are overcome by applicants' amendments filed 1 1/12/03 and 
11/21/03. 

The following action is non- final in light of the new grounds of rejections against the 
present claims as set forth below. 

Claim Rejections - 35 USC S 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claims 8-9, 15-17, 19-20, 26-31, and 33 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Freeman et al. (U.S. 2002/0065347). 

Freeman et al. disclose Inkjet ink comprising water, solvent, pigment including self- 
dispersible pigment, 1-30% humectant such as glycerol, penetrant such as 1,2-hexanediol, and 
0. 1-10% film- forming binder which is a polymer emulsion produced by process which comprises 
the steps of mixing water, monomer, emulsifier, and initiator together to allow emulsion 
polymerization to proceed to form polymer emulsion followed by adjusting the pH to alkaline, 
for instance, 8,5, using potassium hydroxide. There is also disclosed a method wherein the ink is 
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printed using ink jet printer onto substrate (paragraphs 16-17, 19-21, 26, 28-29, 32-33, and 61- I 
62). 

Although there is no explicit disclosure of the reactivity of the polymer with divalent 
metal salt as required in present claim 33, it is understood (see page 10, line 19-page 11, line 7 of 
the present specification) that the reactivity is determined by both the fine polymer particle 
diameter and the amount of carboxyl groups on the surface of the particle. It is noted that 
Freeman et al. disclose polymer emulsions that naturally contain high amounts of carboxyl 
groups on the surface, i.e. obtained from acid component, and have a diameter of 250-400 nm. 
Since Freeman et al. clearly meets both criteria for reactivity as disclosed above, it is expected 
that the reference fine polymer particle will inherently exhibit reactivity similar to that claimed. 

In light of the above, it is clear that Freeman et al. anticipate the present claims. 

4. Claims 8-9, 15, and 26-33 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Ganapathiappan (U.S. 2003/0060562). 

Ganapathiappan discloses ink jet ink comprising water, solvent, pigment, penetrant, 
wetting agent, and 1-5% polymer emulsion comprising fine particles of polymer wherein the 
polymer emulsion is produced by process which comprises the steps of mixing water, monomer, 
emulsifier, and initiator together to allow emulsion polymerization to proceed to form polymer 
emulsion followed by adjusting the pH greater than 7 using potassium hydroxide. It is disclosed 
that the polymer is produced fi*om monomers including 0. 1-5% crosslinking monomer and 1- 
60% hydrophilic monomers comprising acidic fiinctional groups. There is also disclosed a 
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method wherein the ink is printed using ink jet printer onto substrate (paragraphs 10, 14, 23-24, 
33,62-63, 78,81,87, and 89). 

Although there is no expUcit disclosure of the reactivity of the polymer with divalent 
metal salt as required in present claim 33, it is understood (see page 10, line 19-page 11, line 7 of 
the present specification) that the reactivity is determined by both the fine polymer particle 
diameter ^id the amount of carboxyl groups on the surface of the particle. It is noted that 
Ganapathiappan discloses polymer emulsions that naturally contain high amounts of carboxyl 
groups on the surface, i.e. obtained from hydrophilic monomers comprising acidic functional 
groups, and have average diameter of 5-500 nm. Since Ganapathiappan clearly meets both 
criteria for reactivity as disclosed above, it is expected that the reference fine polymer particle 
will intrinsically exhibit reactivity similar to that claimed. 

In light of the above, it is clear that Ganapathiappan anticipate the present claims. 

Claim Rejections - 35 USC $ 103 

5. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

6. Claims 10-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Freeman et 
al. (U.S. 2002/0065347) or Ganapathiappan (U.S. 2003/0060562) either of which in view of 
either Belmont et al (U.S. 5,630,868) or Suzuki et al. (U.S. 6,153,001). 

The disclosures with respect to Freeman et al. in paragraph 3 above and Ganapathiappan 
in paragraph 4 above are incorporated here by reference. 
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The difference between Freeman et al or Ganapathiappan and the present claimed 
invention is the requirement in the claims of specific type of pigment. 

Belmont et al. disclose the use of modified carbon black containing hydrophilic group on 
its surface wherein the hydrophilic group includes sulfonic acid, sulfinic acid, carboxylic acid 
and their salts. The motivation for using such pigment is that it has improved water dispersability 
as compared to untreated carbon black and produces ink with good stability, jettability, print 
quality, and optical density (col4, lines 15-21, 29-35, and 44-46, col. 5, lines 46-47, col-5, line 
63-col.6, line 6, and col.6, lines 41-56). 

Alternatively, Suzuki et al disclose self-dispersing pigment containing hydrophilic group 
on its surface wherein the hydrophilic group includes sulfonic acid and carboxylic acid and their 
salts. The motivation for using such pigment is that no dispersant is required to stably disperse 
the pigment in the ink (col.7, lines 5-62). 

In light of the motivation for using specific type of pigment disclosed by either Belmont 
et al. or Suzuki et al, it therefore would have been obvious to one of ordinary skill in the art to 
use such pigment in the ink of Freeman et al or Ganapathiappan in order to produce ink which 
has good stability, jettability, print quality, and optical density, or alternatively, to produce ink 
which does not require dispersant, and thereby arrive at the claimed invention. 

7. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Freeman et al 
(U.S. 2002/0065347) in view of Kubota et al (U.S. 6,039,796). 

The disclosure with respect to Freeman et al in paragraph 3 above is incorporated here 
by reference. 
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The difference between Freeman et al. and the present claimed invention is the 
requirement in the claim of specific type of penetrant. 

Kubota et al, which is drawn to ink jet ink, disclose the use of glycol ether penetrant 
(col 5, line 66-col6, line 7) in order to increase penetration of ink into substrate. 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to use glycol ether penetrant in the ink jet ink of Freeman et al, and thereby arrive at the 
claimed invention. 

8. Claims 21-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over Freeman et 
al (U.S. 2002/0065347) or Ganapathiappan (U.S. 2003/0060562) either of which in view of 
Ohtaetal (U.S. 5,954,866). 

The disclosures with respect to Freeman et al in paragraph 3 above and Ganapathiappan 
in paragraph 4 above are incorporated here by reference. 

The difference between Freeman et al or Ganapathiappan and the present claimed 
invention is the requirement in the claims of (a) solid wetting agent and (b) pH adjustor. 

With respect to difference (a), Ohta et al., which is drawn to ink jet ink, disclose the use 
of 0. 1-40% saccharide in order to impart good moisture retention to the ink and produce ink with 
suitable viscosity so that the ink can be ejected effectively from the printer (col 8, lines 3-27). 

In light of the motivation for using saccharide disclosed by Ohta et al as described 
above, it therefore would have been obvious to one of ordinary skill in the art to use saccharide 
in the Inkjet ink of Freeman et al or Ganapathiappan in order to produce ink with good moisture 
retention and suitable viscosity, and thereby arrive at the claimed invention. 
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With respect to difference (b), Ohta et al., which is drawn to Inkjet ink, disclose the use 
of pH adjustor such as sodium hydroxide, lithium hydroxide, or potassium hydroxide in order to 
improve the dispersion stability of the pigment and resin emulsion (col.9, lines 26-31). 

In light of the motivation for using pH adjustor disclosed by Ohta et al. as describe above, 
it therefore would have been obvious to one of ordinary skill in the art to use such pH adjustor in 
the ink jet ink of Freeman et al. or Ganapathiappan in order to produce ink with good stability, 
and thereby arrive at the claimed invention. 

9. Claims 16 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ganapathiappan (U.S. 2003/0060562) in view of Kubota et al. (U.S. 6,039,796). 

The disclosure with respect to Ganapathiappan in paragraph 4 above is incorporated here 
by reference. 

The difference between Ganapathiappan and the present claimed invention is the 
requirement in the claims of specific type of penetrant. 

Kubota et al., which is drawn to ink jet ink, disclose the use of glycol ether penetrant 
(col. 5, line 66-col.6, line 7) in order to increase penetration of ink into substrate. 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to use glycol ether penetrant in the Inkjet ink of Ganapathiappan, and thereby arrive at the 
claimed invention. 

10. Claims 16 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ganapathiappan (U.S. 2003/0060562) in view of McCain et al. (U.S. 5,981,623). 
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The disclosure with respect to Ganapathiappan in paragraph 4 above is incorporated here 
by reference. 

The difference between Ganapathiappan and the present claimed invention is the 
requirement in the claims of specific type of penetrant. 

McCain et al, which is drawn to ink jet ink, disclose the use of 1,2-hexanediol or 1,2- 
pentanediol in order to improve penetration of the ink into the substrate and eliminate intercolor 
bleed (col4, lines 56-67). 

In light of the motivation for using specific penetrant disclosed by McCain et al. as 
described above, it therefore would have been obvious to one of ordinary skill in the art to use 
such penetrant in the ink jet ink of Ganapathiappan in order to produce ink which effectively 
penetrants into paper and does not exhibit intercolor bleed, and thereby arrive at the claimed 
invention. 

1 1 . Claims 19-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ganapathiappan (U.S. 2003/0060562) in view of Ohta et al. (U.S. 5,954,866). 

The disclosure with respect to Ganapathiappan et al. in paragraph 4 above is incorporated 
here by reference. 

The difference between Ganapathiappan and the present claimed invention is the 
requirement in the claims of specific type of wetting agent. 

Ohta et al, which is drawn to ink jet inks, disclose the use of glycerol in order to prevent 
clogging of the printer nozzles and improve the moisture retention and storage stability of the ink 
(coL8, lines 36-39 and 44). 
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In light of the motivation for using glycerol disclosed by Ohta et al as described above, it 
therefore would have been obvious to one of ordinary skill in the art to use glycerol in the ink of 
Ganapathiappan in order to produce ink with good storage stability and moisture retention that 
will not clog the printer nozzles, and thereby arrive at the claimed invention. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Callie E. Shosho whose telephone number is 571-272-1 123. The 
examiner can normally be reached on Monday-Friday (6:30-4:00) Alternate Fridays Off 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 1 19. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an appUcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Pubhc PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Callie E. Shosho 
Primary Examiner 
Art Unit 1714 
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